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DETAILED ACTION 

1 . The following is a non- final office action upon examination of application number 
09/938,265. Claims 8-21 and 42-56 are pending and have been examined on the merits 
discussed below. 



Response to Arguments 

2. Applicant's arguments with respect to claims 8-21 have been considered but are moot in 
view of the new ground(s) of rejection. Applicant argues that the claimed invention is performed 
automatically over the Internet. Previous rejections have been modified to address the newly 
amended claims. 

3 . With respect to claim 1 5 , Examiner has upheld previous rejection in view of Halbritter, 
since arguments are based on claim 8 which has been addressed below. 

4. Regarding claim 42, Harrison teaches automatic routing wherein unassigned work orders 
are automatically assigned to available technicians. Inherently in this process, each technician is 
successively reviewed, including their work status, until an appropriate technician is identified. 
Previous rejections are upheld. 

5. With respect to claims 49-56, Examiner asserts that while the claims are directed to a 
level of urgency, the Jones reference teaches an escalation level that corresponds to the 
"urgency" of addressing a trouble ticket. The prior rejections are upheld. 

6. Based on Supreme Court precedent and recent Federal Circuit decisions, new rejections 
under 35 USC 101 have been introduced. 
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Claim Rejections - 35 USC §101 

7. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

8. Claims 42-56 are rejected under 35 U.S.C. 101 based on Supreme Court precedent and 
recent Federal Circuit decisions. The Office's guidance to examiners is that a § 101 process must 
(1) be tied to another statutory class (such as a particular apparatus) or (2) transform underlying 
subject matter (such as an article or materials) to a different state or thing. Diamond v. Diehr, 
450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 
409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 (1876). 

9. An example of a method claim that would not qualify as a statutory process would be a 
claim that recited purely mental steps. Thus, to qualify as a § 101 statutory process, the claim 
should positively recite the other statutory class (the thing or product) to which it is tied, for 
example by identifying the apparatus that accomplishes the method steps, or positively recite the 
subject matter that is being transformed, for example by identifying the material that is being 
changed to a different state. 

Here, applicant's method steps fail the first prong of the new Federal Circuit decision 
since they are not tied to another statutory class and can be performed without the use of a 
particular apparatus. Thus, claims 42-56 are non-statutory since they may be performed within 
the human mind. 
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Claim Rejections - 35 USC §103 

10. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 15 is rejected under 35 U.S. C. 103(a) as being unpatentable over Harrison et al, 
US 6,990,458. 

As per claim 8, Harrison et al teaches receiving a digitized service request from the 
service requestor (column 3, lines 1 1-65 - subscribers submit a service request using e-mail, 
telephone, or several other means of communication); storing the digitized service request 
(column 4, lines 9-27 - service request is entered into the service request input terminal); and 
transmitting the digitized service request to a computer capable of displaying the digitized 
service request, the computer being accessible to a receiver wherein the receiver is not the 
service requestor (column 4, lines 9-27 - service request (communicated from the subscriber to 
the service representative) is entered into the service request input terminal, processed and a 
graphical representation of the request is created). 

It was known at the time of the invention that merely providing an automatic means to 
replace a manual activity which accomplishes the same result is not sufficient to distinguish over 
the prior art, In re Venner, 262 F.2d 91, 95, 120 USPQ 193, 194 (CCPA 1958). For example, 
simply automating the step of receiving and storing the digitized service request gives just what 
one would expect from the manual step as shown in Harrison et al. In other words, there is no 
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enhancement found in the claimed step other than the known advantage of increased speed. The 
end result is the same as compared to the manual method. 

It would have been obvious to a person of ordinary skill in the art at the time of the 
invention to automate the step of receiving and storing the digitized service request because this 
would speed up the receiving and storing step which is a purely known and expected result from 
automation of what is known in the art. 

Further, it would have been obvious to a person of ordinary skill in the art at the time of 
the invention to enter the digitized service request into a web-based interface over the Internet 
because the advantage of communicating over the Internet allows users to communicate 
anywhere in the world that has access to the Internet and one of ordinary skill in the art would 
have recognized that the results of automating the steps over the Internet were predictable. 

As per claims 9-14, Harrison et al teaches the receiver is a service representative and/or 
technician, but does not expressly teach the receivers recited in claims 9-14; however, these 
differences are only found in the non-functional descriptive material and are not functionally 
involved in the steps recited nor do they alter the recited structural elements. The recited method 
steps would be performed the same regardless of the specific data. Further, the structural 
elements remain the same regardless of the specific data. Thus, this descriptive material will not 
distinguish the claimed invention from the prior art in terms of patentability, see In re Gulack, 
703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 
USPQ2dl031 (Fed. Cir. 1994); MPEP 9 2106. 
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As per claim 16, Harrison et al teaches the computer displays a visual portion of the 
digital service request (column 4, lines 9-27 - service request is entered into the service request 
input terminal, processed and a graphical representation of the request is created). 

As per claim 17, Harrison et al teaches the computer is a personal computer (column 3, 
lines 1 1-29 - input terminal is a computer). 

As per claim 18, Harrison et al teaches the digitized service request is transmitted over 
the Internet (column 3, lines 35-48 - communication takes place using email, wireless computer, 
etc) 

As per claim 19, Harrison et al teaches the digitized service request is transmitted over a 
telephony network (column 3, lines 35-48 - communication takes place using standard 
telephone). 

As per claims 20 and 21, Harrison et al teaches the service requester is a subscriber, but 
does not expressly teach the requestors recited in claims 20 and 21; however, these differences 
are only found in the non-functional descriptive material and are not functionally involved in the 
steps recited nor do they alter the recited structural elements. The recited method steps would be 
performed the same regardless of the specific data. Further, the structural elements remain the 
same regardless of the specific data. Thus, this descriptive material will not distinguish the 
claimed invention from the prior art in terms of patentability, see In re Gulack, 703 F.2d 1381, 
1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. 
Cir. 1994); MPEP 9 2106. 

As per claim 42, Harrison et al teaches receiving a service request from a service 
requestor (column 3, lines 1 1-65 - subscribers submit a service request using e-mail, telephone, 
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or several other means of communication), the service request being transmitted to the system 
(column 4, lines 9-27 - service request is entered into the service request input terminal); 
identifying with the system an appropriate technician to respond to the request; and relaying at 
least part of the service request from the requestor to the technician (column 4, lines 28-37 - 
service request is entered; column 6, lines 6-16 - automatic dispatch of service requests to 
available technicians). While Harrison et al does not explicitly teach the system being associated 
with property management these differences are only found in the non- functional descriptive 
material and are not functionally involved in the steps recited nor do they alter the recited 
structural elements. The recited method steps would be performed the same regardless of the 
specific data. Further, the structural elements remain the same regardless of the specific data. 
Thus, this descriptive material will not distinguish the claimed invention from the prior art in 
terms of patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 
1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994); MPEP 9 2106. 

As per claim 44, Harrison et al teaches the service requester is a subscriber, but does not 
expressly teach the requestor is a tenant; however, these differences are only found in the non- 
functional descriptive material and are not functionally involved in the steps recited nor do they 
alter the recited structural elements. The recited method steps would be performed the same 
regardless of the specific data. Further, the structural elements remain the same regardless of the 
specific data. Thus, this descriptive material will not distinguish the claimed invention from the 
prior art in terms of patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 
(Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994); MPEP 3 2106. 
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As per claim 45, Harrison et al teaches receiving a service request from a service 
requestor (column 3, lines 1 1-65 - subscribers submit a service request using e-mail, telephone, 
or several other means of communication), the service request being transmitted to the system 
(column 4, lines 9-27 - service request is entered into the service request input terminal); 
identifying, with the system, a technician by successively reviewing increasingly more general 
descriptions until an appropriate technician is identified; and relaying at least part of the service 
request from the service requestor to the technician identified (column 4, lines 28-37 - service 
request is entered; column 6, lines 6-16 - automatic dispatch of service requests to available 
technicians). While Harrison et al does not explicitly teach the system being associated with 
property management these differences are only found in the non-functional descriptive material 
and are not functionally involved in the steps recited nor do they alter the recited structural 
elements. The recited method steps would be performed the same regardless of the specific data. 
Further, the structural elements remain the same regardless of the specific data. Thus, this 
descriptive material will not distinguish the claimed invention from the prior art in terms of 
patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In re 
Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994); MPEP 9 2106. 

As per claim 46, Harrison et al teaches the service requester is a subscriber, but does not 
expressly teach the requestor is a tenant; however, these differences are only found in the non- 
functional descriptive material and are not functionally involved in the steps recited nor do they 
alter the recited structural elements. The recited method steps would be performed the same 
regardless of the specific data. Further, the structural elements remain the same regardless of the 
specific data. Thus, this descriptive material will not distinguish the claimed invention from the 
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prior art in terms of patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 
(Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994); MPEP 3 2106. 

As per claim 47, Harrison et al teaches receiving a service request from a service 
requestor (column 3, lines 1 1-65 - subscribers submit a service request using e-mail, telephone, 
or several other means of communication), the service request being transmitted to the system 
(column 4, lines 9-27 - service request is entered into the service request input terminal); 
identifying, with the system, a technician by successively reviewing increasingly more general 
descriptions until an appropriate technician is identified; and relaying at least part of the service 
request from the service requestor to the technician identified (column 4, lines 28-37 - service 
request is entered; column 6, lines 6-16 - automatic dispatch of service requests to available 
technicians). While Harrison et al does not explicitly teach the system being associated with 
property management these differences are only found in the non-functional descriptive material 
and are not functionally involved in the steps recited nor do they alter the recited structural 
elements. The recited method steps would be performed the same regardless of the specific data. 
Further, the structural elements remain the same regardless of the specific data. Thus, this 
descriptive material will not distinguish the claimed invention from the prior art in terms of 
patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In re 
Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994); MPEP 9 2106. 

As per claim 48, Harrison et al teaches the service requester is a subscriber, but does not 
expressly teach the requestor is a tenant; however, these differences are only found in the non- 
functional descriptive material and are not functionally involved in the steps recited nor do they 
alter the recited structural elements. The recited method steps would be performed the same 
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regardless of the specific data. Further, the structural elements remain the same regardless of the 
specific data. Thus, this descriptive material will not distinguish the claimed invention from the 
prior art in terms of patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 
(Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994); MPEP 3 2106. 

1 1 . Claim 15 is rejected under 35 U.S. C. 103(a) as being unpatentable over Harrison et al, 
US 6,990,458, in view of Halbritter et al, US 7,022,017. 

As per claim 15, Harrison et al teaches the communication of the service request using a 
computer but does not teach an audio portion of the digital service request. Halbritter et al, 
however, teaches a service request system wherein service requests are received from kiosk 
terminals and transmits data regarding service request in the form of audio, video, etc., for 
further processing (column 3, lines 26-43). Official notice is taken that it would have been 
obvious to one of ordinary skill in the art at the time of the invention to incorporate audio 
messages communicating service request information into Harrison et al as another means to 
inform appropriate personnel about service requests. The audio portion would benefit 
technicians on the job or en route to a job wherein they could listen to pertinent information 
regarding a service request without having to actually view a service request. 

12. Claims 43 and 49-56 rejected under 35 U.S. C. 103(a) as being unpatentable over 
Harrison et al, US 6,990,458, in view of Jones, US 6,219,648. 

As per claim 43, Harrison et al teaches identifying the appropriate associate to fulfill the 
request but does not each the identifying step is a hierarchical tree traversal search through 
successive hierarchical levels towards the root of the hierarchical tree. However, the search 
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utilized in Harrison et al is functionally equivalent to a hierarchical tree traversal since the two 
processes achieve the same goal and reach the same result, i.e., the identification of the 
appropriate person to fulfill a request. Since the two are functionally equivalent, it would have 
been obvious to one of ordinary skill to employ a database query tool such as this in order to 
identify the appropriate person to fill the request. 

As per claim 49, Harrison et al teaches receiving a service request from a service 
requestor (column 3, lines 1 1-65 - subscribers submit a service request using e-mail, telephone, 
or several other means of communication), identifying, with the system, a technician by 
successively reviewing increasingly more general descriptions until an appropriate technician is 
identified; and relaying at least part of the service request from the service requestor to the 
technician identified (column 4, lines 28-37 - service request is entered; column 6, lines 6-16 - 
automatic dispatch of service requests to available technicians). Harrison et al teaches colored 
graphical representations of the service requests indicating different alerts, but does not explicitly 
teach the service request having a specified level of urgency; comparing with the property 
management system the specified level of urgency against contact preferences previously 
specified by the recipient. However, Jones teaches each trouble ticket (service request) has an 
associated escalation level wherein based on the escalation level appropriate personnel are 
notified. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate the escalation levels (reflecting urgency) of Jones into Harrison et al as a 
way to increase response time for situations wherein immediate action must be taken. The 
inclusion of urgency levels would ensure tenant satisfaction and also would ensure emergency 
situations are taken care of promptly. While the combination of Harrison et al and Jones does 
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not explicitly teach the system being associated with property management these differences are 
only found in the non- functional descriptive material and are not functionally involved in the 
steps recited nor do they alter the recited structural elements. The recited method steps would be 
performed the same regardless of the specific data. Further, the structural elements remain the 
same regardless of the specific data. Thus, this descriptive material will not distinguish the 
claimed invention from the prior art in terms of patentability, see In re Gulack, 703 F.2d 1381, 
1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. 
Cir. 1994); MPEP 3 2106. 

As per claim 50, Harrison et al teaches the service requester is a subscriber, but does not 
expressly teach the requestor is a tenant; however, these differences are only found in the non- 
functional descriptive material and are not functionally involved in the steps recited nor do they 
alter the recited structural elements. The recited method steps would be performed the same 
regardless of the specific data. Further, the structural elements remain the same regardless of the 
specific data. Thus, this descriptive material will not distinguish the claimed invention from the 
prior art in terms of patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 
(Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994); MPEP 9 2106. 

As per claims 51-53, Harrison et al teaches the recipient is a technician, but does not 
expressly teach the recipients recited in claims 51-53; however, these differences are only found 
in the non- functional descriptive material and are not functionally involved in the steps recited 
nor do they alter the recited structural elements. The recited method steps would be performed 
the same regardless of the specific data. Further, the structural elements remain the same 
regardless of the specific data. Thus, this descriptive material will not distinguish the claimed 



Application/Control Number: 09/938,265 Page 13 

Art Unit: 3623 

invention from the prior art in terms of patentability, see In re Gulack, 703 F.2d 1381, 1385, 21 7 
USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994); 
MPEP 9 2106. 

As per claim 54, Harrison et al does not explicitly teach the specified level of urgency is 
selected from a plurality of levels. However, Jones teaches each trouble ticket (service request) 
has an associated escalation level wherein based on the escalation level appropriate personnel are 
notified. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate the escalation levels (reflecting urgency) of Jones into the Harrison et al 
system as a way to increase response time for situations wherein immediate action must be taken. 
The inclusion of urgency levels would ensure tenant satisfaction and also would ensure 
emergency situations are taken care of promptly. 

As per claim 55, Harrison et al does not explicitly teach the specified level of urgency is 
selected from low, medium, high and emergency levels. However, Jones teaches each trouble 
ticket (service request) has an associated escalation level wherein based on the escalation level 
appropriate personnel are notified and also numerical escalation levels (inherently reflecting low 
to intermediate to emergency levels). It would have been obvious to one of ordinary skill in the 
art at the time of the invention to incorporate the escalation levels (reflecting urgency) of Jones 
into the Harrison et al as a way to increase response time for situations wherein immediate action 
must be taken. The inclusion of urgency levels would ensure tenant satisfaction and also would 
ensure emergency situations are taken care of promptly. 

As per claim 56, Harrison et al teaches at least part of the service request is formatted 
with a message template selected based at least in part on information associated with the service 
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request (column 3, lines 49-55 - subscriber submits a service request by navigating a series of 
menus to enter pertinent information about the service request so as to be routed to the 
appropriate service representative). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOHNNA R. LOFTIS whose telephone number is (571)272- 
6736. The examiner can normally be reached on M-F 8am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Beth Van Doren can be reached on 571-272-6737. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/jl/ 

6/30/08 

/Jonathan G. Sterrett/ 

Primary Examiner, Art Unit 3623 
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